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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name PN, LLC

Granted to Date
of previous ex-
tension

03/09/2016

Address 102 NE 2nd Street PMB #171
Boca Raton, FL 33432
UNITED STATES

Attorney informa-
tion

Scott Austin
VLP Law Group LLP
101 NE Third Avenue Suite 1500
FT LAUDERDALE, FL 33301
UNITED STATES
saustin@vlplawgroup.com Phone:2168707954

Applicant Information

Application No 86667197 Publication date 11/10/2015

Opposition Filing
Date

03/07/2016 Opposition Peri-
od Ends

03/09/2016

Applicant Connect Studios, Inc.
85 Garfield Avenue
Cranston, RI 02908
UNITED STATES

Goods/Services Affected by Opposition

Class 042. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Software as a service (SAAS) services fea-
turing software for service-based companies namely, sales lead management, compliance engines,
account management, billing, collections, inventory control, product ordering and reporting tools

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Application
No.

86711994 Application Date 07/31/2015

Registration Date NONE Foreign Priority
Date

NONE

Word Mark PN

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2005/03/14 First Use In Commerce: 2005/03/14

Computer software that provides web-based access to applications and services
through a web operating system or portal interface

Class 042. First use: First Use: 2003/01/23 First Use In Commerce: 2005/03/14

Computer consultation; Computer consultation in the field of computer secur-
ity;Computer programming

Attachments 86711994#TMSN.png( bytes )
PN, LLC Notice of Opposition with Exhibits A through E.pdf(703279 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Scott R. Austin/

Name Scott R. Austin

Date 03/07/2016
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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 

  BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

     

In the Matter of Application Ser. No. 86/667,197 

For the mark PN (words plus design) 

Filed: June 18, 2015 

Published: November 10, 2015 

 

----------------------------------------------------------------X   

                                                    

PN, LLC, a Delaware limited liability company : 

 : 

Opposer,  : 

:       

v.                                     : 

 

 

 

Connect Studios, Inc., a Delaware corporation : 

 : 

Applicant.  : 

----------------------------------------------------------------X  
 

  

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

  

 

 

 

 

 

 

 

Opposition No. 

 

  

NOTICE OF OPPOSITION   

                        

Opposer, PN, LLC, a Delaware limited liability company having a place of business at 

#171, 102 NE 2nd Street, Boca Raton, Florida 33432 (hereinafter “Opposer”) believes that it will 

be damaged by registration of the alleged mark PN (words plus design) shown in Application 

Serial No. 86/667,197. Opposer hereby opposes same pursuant to Section 13(a) of the Lanham 

Trademark Act of 1946 ("Lanham Act"), 15 U.S.C. § 1063(a). 

As grounds for opposition, Opposer alleges as follows: 

 Opposer, PN, LLC, believes that it will be damaged by the registration of Application 

Ser. No. 86/667,197 for the mark PN (words plus design), for services in International Class 42 

by Applicant Connect Studios, Inc. 
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 To the best of Opposer’s knowledge, the name and address of Applicant is Connect 

Studios, Inc., 85 Garfield Avenue, Cranston, Rhode Island 02908. 

 1. Opposer, PN, LLC, is engaged in providing computer software that provides web-

based access to applications and services through a web operating system or portal interface, as 

well as computer consultation, computer consultation in the field of computer security and 

computer programming services. 

 2. Since at least as early as 2005, and continuously since that time, Opposer’s mark 

“PN” has been used by Opposer on a web site built upon the domain name “pn.com” owned by 

Opposer, located at www.pn.com as the Internet address where the mark has been used to 

identify Opposer’s software and computer consulting services for computer software and 

security, as well as its computer programming services. 

3. Opposer is the owner of a pending application for U.S. trademark registration 

(“Opposer’s Application”) filed July 31, 2015 (Ser. No. 86/711,994) for the standard character 

word mark PN (“Opposer’s PN Mark”) to be used as a source identifier for  “Computer software 

that provides web-based access to applications and services through a web operating system or 

portal interface” in International Class 9 having a first use date at least as early as March 14, 

2005, and  “Computer consultation; Computer consultation in the field of computer security; 

Computer programming” services in International Class 42 having a first use date at least as early 

as January 23, 2003.  A current printout of the information from the Trademark Electronic Search 

System (TESS”) electronic database records of the USPTO showing the current status and 

applicant data of Opposer’s Application is attached hereto as Exhibit A.  

 4. Opposer is also the owner of established common law rights in and to Opposer’s 

http://www.pn.com/
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PN Mark, established to serve clients globally through the World Wide Web portion of the 

Internet using the domain name pn.com, the URL or Internet address www.pn.com, and the use 

of the mark to identify the software and computer consulting, security and programming services 

displayed as content on its web site located at the pn.com domain name at which Opposer uses 

the mark in commerce. 

5. As a result of its widespread, continuous and exclusive use of Opposer’s PN Mark 

to identify its software and computer consulting, security and programming services and Opposer 

as their source, Opposer owns valid and subsisting federal statutory and common law rights to 

Opposer’s PN Mark. 

6. Opposer's PN Mark is distinctive to both the consuming public and Opposer's 

trade. 

7. Opposer has expended substantial time, money and resources marketing, 

advertising and promoting the software and computer consulting, security and programming 

services sold under Opposer’s PN Mark including through Opposer’s marketing, website, online 

advertising and promotional efforts under Opposer’s PN Mark. 

8. Opposer is also the owner of US Trademark Registrations for marks used to 

identify a broad array of computing services that Opposer has provided over many years as 

follows: PAUL.COM (Reg. No. 4,546,055) registered June 10, 2014, for “Computer software 

consulting; computer security consulting; computer programming” in International Class 42, 

having a first use date at least as early as February 1994; PAUL DOT COM (Reg. No. 4,546,054) 

registered June 10, 2014, for “Computer software consulting; computer security consulting; 

computer programming” in International Class 42 having a first use date at least as early as 
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February 1994; and IDENTIFICATION.COM (Reg. No. 2,922,662) registered February 1, 2005, 

for among other things “Providing authentication of identity; issuance and management of digital 

certificates for authentication or encryption of a digital communication, or authentication of a 

digital signature in an electronic transaction or communication, over the Internet and other 

computer network and providing technical and customer support in connection therewith; 

development, design, implementation, testing, analysis, and consulting services in the field of 

security, access, authorization, authentication encryption, and identification systems for 

computers, computer hardware and computer networks; development, integration and operation 

of computer systems to support issuance and management of digital certificates; creation and 

implementation of procedures and practices for issuance and management of digital certificates; 

computer related services, namely, managed computer network and Internet security services, 

namely, public key infrastructure ("PKI") verification, authentication, distribution and 

management, digital certificate issuance, verification, and management, and enterprise software 

integration; computer consultation regarding computer networks and internal computer networks, 

security services for computer networks and internal computer networks, namely, designing fire 

walls for others; computer software consultation services for the development of software 

applications; designing and programming computer controlled communications systems.” in 

International Class 42, having a first use date at least as early as April 2003. A copy of the 

Certificate of Registration from the electronic database records of the USPTO for each of 

Opposer’s respective registrations is set forth in attached Exhibits B, C and D. 

9. Upon information and belief, Applicant Connect Studios, Inc., with an address at 

85 Garfield Avenue, Cranston, Rhode Island 02908, on June 18, 2015, filed U.S. Trademark 
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Application Ser. No. 86/667,197, to register the proposed mark PN (words plus design) for 

“software as a service (SAAS) services featuring software for service-based companies namely, 

sales lead management, compliance engines, account management, billing, collections, inventory 

control, product ordering and reporting tools” in International Class 42 (hereinafter “Applicant’s 

Proposed PN Mark”). 

10. A review of the application history of Applicant’s Proposed PN Mark shows that 

it was filed on an intent-to-use basis under Section 1(B) of the Trademark Act. Applicant’s mark, 

therefore, has yet to be used in commerce.  A current printout of the information from the TESS 

electronic database records of the USPTO showing the current status and applicant data of 

Applicant’s Proposed PN Mark is attached hereto as Exhibit E. 

11. Opposer’s priority of use of its mark is established based on the first use date in 

Opposer’s Application, which provides that it first used its mark anywhere at common law at 

least as early as January 23, 2003, and in interstate commerce at least as early as March 14, 2005. 

This serves as evidence of Opposer’s priority and exclusive right to use Opposer’s PN Mark in 

commerce on the services specified in Opposer’s Application. 

12.  Opposer's PN Mark has priority over Applicant’s Proposed PN Mark because 

Opposer's use dates predate by over a decade the Applicant's filing date or any other date on 

which the Applicant may rely for purposes of priority. 

13. Applicant’s Proposed PN Mark,  , although stylized and appearing below a 

small infinity symbol, is essentially identical and thus confusingly similar to Opposer’s PN Mark, 

therefore, denying to Opposer the benefits of its mark in excluding confusingly similar uses.   
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14. The software and software services covered by the Applicant's Application are 

similar to the software and computer consulting, security and programming services Opposer 

offers under Opposer’s PN Mark. 

15. In view of the fact that the respective marks are essentially identical and the goods 

and services provided by the respective parties are very similar and include related services in the 

same International Class 42 it is alleged that Applicant’s Proposed PN Mark so resembles 

Opposer’s PN Mark, as to be likely to cause confusion, or to cause mistake, or to deceive within 

the meaning of Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d). 

16. The services purported to be provided by the Applicant include services which 

third parties may assume emanated from or are affiliated with or approved by Opposer, 

specifically, computer software, software services and computer programming services, and thus 

there is substantial likelihood of confusion of the relevant portion of the public who are exposed 

both to the Applicant’s services and the services of Opposer.  The Applicant’s Proposed PN 

Mark, as the newcomer, will be seen as a deliberate “stylized” variation of Opposer’s PN Mark 

and domain name, intended to indicate an association, affiliation or approval from the same 

source and thus is further likely to cause confusion, mistake, or deception within the meaning of 

Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d). 

 WHEREFORE, Opposer prays that Application Serial No. 86/667,197 be refused 

registration as Opposer believes and avers that it will be damaged by the registration of Serial 

No. 86/667,197, filed June 18, 2015, as aforesaid and requests that Applicant be required to 

answer the allegations of this Notice of Opposition and that the opposition to Applicant’s 

Application be sustained. 
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The undersigned Opposer in the above-entitled cause hereby appoints Scott R. Austin and 

Brian M. Davis, members of the bar in the states of Florida and North Carolina, respectively, its 

attorneys with full power of substitution and revocation to prosecute this Opposition and to 

transact all business in the United States Patent and Trademark Office in connection therewith.  

 Respectfully submitted, 

 

Date: March 7, 2016    /Scott R. Austin/_________ 

      Scott R. Austin 

      Attorney for Opposer 

 

      VLP Law Group LLP 

      101 NE Third Avenue 

      Suite 1500 

      Fort Lauderdale, FL  33301  

      Telephone: (954) 204-3744  

      Facsimile:   (954) 320-0233 
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CERTIFICATE OF SERVICE 

 

 I hereby certify that on March 7, 2016 I caused a true and correct copy of the foregoing 

Notice of Opposition to be served by United States First Class Mail, post prepaid, upon the 

following attorney of record for Applicant: 

 

Karen A. Buchanan, Esq. 

Buchanan Law LLC 

400 Putnam Pike, Ste. J256  

Smithfield, RI 02917-2408 

 

Date of Mailing: March 7, 2016  

 

Printed Name:  Scott R. Austin 

 

 

Signature:  _/Scott R. Austin/________ 
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EXHIBIT A 

 



3/7/2016 Trademark Electronic Search System (TESS)

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4810:y5my1m.2.1 1/2

United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

  Trademarks > Trademark Electronic Search System (TESS)
  

TESS was last updated on Mon Mar 7 03:20:50 EST 2016

             
Logout  Please logout when you are done to release system resources allocated for you.

Record 1 out of 1 

     ( Use the "Back" button of the Internet Browser to
return to TESS) 

Word Mark PN
Goods and
Services

IC 009. US 021 023 026 036 038. G & S: Computer software that provides webbased access to
applications and services through a web operating system or portal interface. FIRST USE: 20050314.
FIRST USE IN COMMERCE: 20050314

IC 042. US 100 101. G & S: Computer consultation; Computer consultation in the field of computer
security; Computer programming. FIRST USE: 20030123. FIRST USE IN COMMERCE: 20050314

Standard
Characters
Claimed
Mark
Drawing
Code

(4) STANDARD CHARACTER MARK

Serial
Number 86711994

Filing Date July 31, 2015
Current
Basis 1A

Original
Filing Basis 1A

Owner (APPLICANT) PN, LLC LIMITED LIABILITY COMPANY DELAWARE #171 102 NE 2nd Street Boca
Raton FLORIDA 33432

Attorney of
Record Scott R. Austin

Type of
Mark TRADEMARK. SERVICE MARK

Register PRINCIPAL

http://www.uspto.gov/index.html
http://www.uspto.gov/index.html
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/main/sitesearch.htm
http://www.uspto.gov/main/faq/index.html
http://www.uspto.gov/main/glossary/index.html
http://www.uspto.gov/main/definitions.htm
http://www.uspto.gov/main/contacts.htm
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/helpdesk/status/status.htm
http://www.uspto.gov/main/newsandnotices.htm
http://www.uspto.gov/web/menu/feedback.html
http://www.uspto.gov/main/trademarks.htm
http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4810:y5my1m.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchss&state=4810:y5my1m.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchstr&state=4810:y5my1m.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=search&state=4810:y5my1m.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=brwsidx&state=4810:y5my1m.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchst&state=4810:y5my1m.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=help&state=4810:y5my1m.2.1
http://tsdr.uspto.gov/#caseNumber=86711994&caseType=SERIAL_NO&searchType=statusSearch
http://assignments.uspto.gov/assignments/q?db=tm&qt=sno&reel=&frame=&sno=86711994
http://ttabvue.uspto.gov/ttabvue/v?qs=86711994


3/7/2016 Trademark Electronic Search System (TESS)

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4810:y5my1m.2.1 2/2

Live/Dead
Indicator LIVE

             

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY 

http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4810:y5my1m.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchss&state=4810:y5my1m.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchstr&state=4810:y5my1m.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=search&state=4810:y5my1m.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=brwsidx&state=4810:y5my1m.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchst&state=4810:y5my1m.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=help&state=4810:y5my1m.2.1
http://www.uspto.gov/
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/web/menu/search.html
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/web/menu/feedback.html
http://www.uspto.gov/privact.jsp
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EXHIBIT D 

 





 

 

 

 

 

 

 

 

EXHIBIT E 

 



3/7/2016 Trademark Electronic Search System (TESS)

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4804:pdi0qy.2.1 1/2

United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

  Trademarks > Trademark Electronic Search System (TESS)
  

TESS was last updated on Mon Mar 7 03:20:50 EST 2016

             
Logout  Please logout when you are done to release system resources allocated for you.

Record 1 out of 1 

     ( Use the "Back" button of the Internet Browser to
return to TESS) 

Word Mark PN
Goods and
Services

IC 042. US 100 101. G & S: Software as a service (SAAS) services featuring software for servicebased
companies namely, sales lead management, compliance engines, account management, billing,
collections, inventory control, product ordering and reporting tools

Mark
Drawing
Code

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design
Search
Code

24.17.12  Infinity symbols

Serial
Number 86667197

Filing Date June 18, 2015
Current
Basis 1B

Original
Filing
Basis

1B

Published
for
Opposition

November 10, 2015

Owner (APPLICANT) Connect Studios, Inc. CORPORATION DELAWARE 85 Garfield Avenue Cranston RHODE
ISLAND 02908

Attorney of
Record Karen A. Buchanan

Description
of Mark

Color is not claimed as a feature of the mark. The mark consists of the letter "p" and the letter "n" below an
infinity symbol.

http://www.uspto.gov/index.html
http://www.uspto.gov/index.html
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/main/sitesearch.htm
http://www.uspto.gov/main/faq/index.html
http://www.uspto.gov/main/glossary/index.html
http://www.uspto.gov/main/definitions.htm
http://www.uspto.gov/main/contacts.htm
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/helpdesk/status/status.htm
http://www.uspto.gov/main/newsandnotices.htm
http://www.uspto.gov/web/menu/feedback.html
http://www.uspto.gov/main/trademarks.htm
http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4804:pdi0qy.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchss&state=4804:pdi0qy.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchstr&state=4804:pdi0qy.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=search&state=4804:pdi0qy.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=brwsidx&state=4804:pdi0qy.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchst&state=4804:pdi0qy.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=help&state=4804:pdi0qy.2.1
http://tsdr.uspto.gov/#caseNumber=86667197&caseType=SERIAL_NO&searchType=statusSearch
http://assignments.uspto.gov/assignments/q?db=tm&qt=sno&reel=&frame=&sno=86667197
http://ttabvue.uspto.gov/ttabvue/v?qs=86667197


3/7/2016 Trademark Electronic Search System (TESS)

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4804:pdi0qy.2.1 2/2

Type of
Mark

SERVICE MARK

Register PRINCIPAL
Live/Dead
Indicator LIVE

             

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY 

http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4804:pdi0qy.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchss&state=4804:pdi0qy.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchstr&state=4804:pdi0qy.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=search&state=4804:pdi0qy.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=brwsidx&state=4804:pdi0qy.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchst&state=4804:pdi0qy.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=help&state=4804:pdi0qy.2.1
http://www.uspto.gov/
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/web/menu/search.html
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/web/menu/feedback.html
http://www.uspto.gov/privact.jsp

